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DETAILED ACTION 
Election/Restriction 
Applicant's election with traverse of Group 1 : claims 1-3, 5-14 in the reply filed on 
12/16/2008 is acknowledged. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 13 and 14 is rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 

Claims 13 and 14 are directed to a system while reciting a logical unit for 
permitting..., a logical unit for checking..., etc. Given the broadest reasonable 
interpretation of the term "logical unit", the "system" can be reasonably interpreted as 
being directed to a program, p_er se, comprising at least one sub-program. 



Furthermore, claims 1 -3, 5-1 2, as best understood, it appears that the claimed 
method steps could simply be performed by mental process alone and are not statutory. 
Based on Supreme Court precedent 1 and Federal Circuit decisions a §101 process 
must: 

(1) be tied to another statutory class (such as a particular apparatus) or 



Application/Control Number: 10/586,980 Page 3 

Art Unit: 3625 

(2) transform underlying subject matter (such as an article or materials) to a 
different state or thing. 

The independent claim 1 is directed towards steps of "designating", "permitting", 
"conducting", etc., and can be implemented manually without technology. Since the 
claims are directed to a process without including another statutory class of invention 
(manufacture, machine, composition of matter), these claims fall within the scope of 
human intelligence alone, and are non-statutory. 



Claim Rejections - 35 USC § 1 12 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 9-1 1 and 14 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claims 9 and 14, the phrase "eg. price, quality, delivery and service" 
renders the claim indefinite because it is unclear whether the limitation(s) following the 
phrase are part of the claimed invention. See MPEP § 21 73.05(d). 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3, 6, 7, 9-14 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Alaia et al. (US 6,499,018). 

Claim 1 . Alaia et al. (Alaia) teaches a computer-implemented method controlling 
bidding in electronic auctions using bidder-specific bid limitations, the method including 
the steps of: 

designating a time period for the online auction event (col. 4, lines 1 5-1 6); 

permitting each of said competing participants to prescribe a default final offer 
before or during the online auction event (col. 9, lines 58-63); 

conducting the auction between the competing participants by permitting the 
participants to submit bids (col. 5, lines 5-28); 

checking, at or after the expiry of said time period, default final offers prescribed 
by competing participants (col. 12, lines 60-67); and 
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if a competing participant's default final offer represents a competitive offer, 
registering the offer as a valid bid without any further intervention by that competing 
participant (col. 13, lines 36-39). 

Claim 2. Alaia teaches said method, whereby the step of a registering a 
competing participant's default final offer as a valid bid involves comparing that default 
final offer to bids submitted during the online auction event and to other default final 
offers (col. 13, lines 62-67; col. 14, lines 1-5). 

Claim 3. Alaia teaches said method, said online auction event being a reverse 
auction event, wherein said first party is a buyer and the counterparties are competing 
suppliers, and whereby a competitive offer is an offer that represents a lower price to 
said buyer, the default final offer representing a supplier's floor price for the event (col. 
2, lines 23-25). 

Claim 6. Alaia teaches said method wherein, for a competing participant which 
has entered a default final offer, the steps of: comparing all offers submitted by that 
competing participant during the online auction event with that default final offer; and 
providing a warning message to that competing participant if the result of the 
comparison indicates that an erroneous offer has been submitted (col. 25, lines 23-37). 

Claim 7. Alaia teaches said method whereby the online auction event is carried 
out over a computer network comprising an auction administrator computer, operable by 
or on behalf of the first party and at least two counterparty computers, operable by or on 
behalf of said competing participants, whereby said default final offers are prescribed by 
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competing participants by input into respective counterparty computers and storage on 
said administrator computer (col. 17, lines 3-20). 

Claim 9. Alaia teaches said method wherein the online auction involving the 
award of a supply contract to a supplier selected from a panel of predetermined 
suppliers which each has a base supply contract with a first party buyer, and the 
computer network over which the online auction is carried comprises at least one buyer 
computer, an administrator computer, and at least two supplier computers, said buyer 
being the first party and said predetermined suppliers being the competing participants 
(col. 3, lines 1-5), the method including the steps of: 

establishing key parameters for the supply contract to be submitted by the 
administrator computer to the at least two supplier computers (eg. price, quality, delivery 
and service) (col. 3, lines 35-39); 

establishing a rating/qualifications for each supplier of the panel of predetermined 
suppliers related to said key parameters (col. 3, lines 35-39); 

receiving during the auction supplier offers from the supplier computers col. 3, 
lines 46-54); and 

applying the respective ratings to each supplier offer to adjust that offer prior to 
comparison with any other offer (col. 3, lines 35-39). 

Claim 10. Alaia teaches said method whereby, during the auction event, each 
supplier is provided with a target bid (TB) in respect of the supply contract, the target bid 
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calculated by said administrator computer to dynamically indicate to a supplier an offer 
that that particular supplier must currently submit to remain competitive in the auction 
(col. 23, lines 1-5). 

Claim 1 1 . Alaia teaches said method whereby the step of checking default final 
offers at or after the expiry of said time period involves applying the respective ratings to 
the default final offers, in order to determine the default final offer which represents the 
most competitive offer (col. 3, lines 35-39). 

Claim 12. Alaia teaches said method including the step of permitting each said 
competing participant to select whether their default final offer is to apply at the end of 
the auction event and/or in an extension period beyond the close of the auction event 
(col. 15, lines 53-59). 

System claims 13 and 14 repeat the subject matter of method claims 1 and 9 
respectively, as a set of apparatus elements rather than a series of steps. As the 
underlying processes of claims 1 and 9 have been shown to be fully disclosed by the 
teachings of Alaia in the above rejections of claims 1 and 9, it is readily apparent that 
the system disclosed by Alaia includes the apparatus to perform these functions. As 
such, these limitations are rejected for the same reasons given above for method claims 
1 and 9, and incorporated herein. 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Alaia in view of Segal (US 2002/0161689). 

Claim 5. Alaia teaches all the limitations of claim 5 except maintaining 
confidential a default final offer entered by a competing participant unless and until that 
offer is registered as a valid bid. 

Segal teaches a computer-implemented method selling tickets in a reverse 
auction environment wherein the floor price is not revealed to any bidding seller [0023]. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify Alaia to include maintaining confidential a default final 
offer entered by a competing participant unless and until that offer is registered as a 
valid bid, as disclosed in Segal, to receive the lowest price possible to accommodate 
customer's needs. 

Claim 8. Same reasoning applied to claim 5. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MILA AIRAPETIAN whose telephone number is 
(571)272-3202. The examiner can normally be reached on Monday- Friday 9:30 am - 
6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Smith can be reached on (571) 272-6763. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Mi la Airapetian/ 
Examiner, Art Unit 3625 



